United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/624,671 


07/23/2003 


Michiei Nakamura 


240706US0 


6689 



22850 7590 03/28/2008 

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, P.C. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



EXAMINER 



CHU, HELEN OK 



PAPER NUMBER 



NOTIFICATION DATE 



03/28/2008 



DELIVERY MODE 



ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

patentdocket@oblon.com 
oblonpat@oblon.com 
j gardner @ oblon. com 



PTOL-90A (Rev. 04/07) 



\JlllVrt£ n\*llvjll OUflfflfCffy 


Application No. 

10/624,671 


Applicant(s) 

NAKAMURA ET AL. 


Examiner 

HELEN O. CHU 


Art Unit 

1795 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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Art Unit: 1795 

DETAILED ACTION 

1 . Applicant's Arguments/Remarks were received on January 4, 2008. Claim 1 has 
been amended. 

2. The text of those sections of Title 35, U.S.C. code not included in this action can 
be found in the prior Office Action. 



Claim Rejections - 35 USC §112 

3. The rejections under 35 U.S.C 1 12, first paragraph on claims 1 , 3-5, 8-1 5, 22, 23 
are withdrawn because claim 1 has been amended. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Specifically, the recitation," polymer A is said (co)polymer A-1 
and said (co) polymer comprises at least one epoxy group is a homopolymer of glycidal 
methacrylate or a copolymer of glycidal methacrylate and another one or more 
monomer" which is states that the polymer A is made of (co)polymer of A-1 and the 
(co)polymer A-1 has in it's structure an epoxy group. However, the Arguments/Remarks 
submitted by the Applicants dated January 4, 2008 admits that claim 4 is not the case. 
The final product, for example, cyclocarbonatopropyl methacrylate has no epoxy 
structure in polymer A. Therefore, the claim will be interpreted as such. Appropriate 
corrections are required. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1, 3-5, 8-11, 14, 15, 22 and 23 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Takeuchi et al. (JP 08-295713). 

The Takeuchi et al. reference discloses an electrolyte film (Paragraph 42) for 
batteries with a molecular weight of 50,000 (Paragraph 42) and a chemical 
formula of: 

CH 2 (CH 3 .) COO iC\i 2 ) t NHCOO-CHj -CH-CH, 

/ \ 
0 0 

\ ./ 
c 

0 

Wherein the polymer can be linear (un-crosslinked) and/or branched 
(crosslinked; Abstract), lithium perchlorate (Paragraph 47), a plasticizer of diethyl 
carbonate (Applicant's organic solvent). 

8. 

Claim Rejections - 35 USC § 102/103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A person shall be entitled to a patent unless - 



Application/Control Number: 10/624,671 Page 4 

Art Unit: 1795 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1, 3-5, 8, 9 and 14 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Yasunami et al. (JP 03- 
177410). 

In regards to claim 1, 3-5, 8, 9, 11 and 14, 15, the Yasunami et al. reference 
discloses an electrolyte for batteries with polymerization with at least the chemical 
structure which is uncrosslinked: 

and lithium perchlorate to form a matrix (Applicant's film). The Yasunami et al. 
reference does not specification state the polymer having an average molecular weight 
of 10,000 to 5,000,000 however, polymers are considered macromolecules with such 
high molecular weight. 



Claim Rejections - 35 USC §103 



Application/Control Number: 10/624,671 
Art Unit: 1795 



Page 5 



1 1 . The rejections under 35 U.S.C 103(a), as unpatentable over unpatentable over 
Yoshida in view of Figovsky, on claims 1-5, 8-15, 22-26 are withdrawn because 
Applicants have amended the claims. 

12. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 1,3-5, 8-15, 22, 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yoshida (US Patent 6,949,317) in view of Takeuchi etal. (JP 08- 
295713). 

In regards to claims 1 , 3-5, 11, 12, 14, 15, the Yoshida reference teaches a 
polymer gel (wet) electrolyte includes an electrolyte solution (Abstract) composed of a 
polyurethane network (Column 9, Lines 60-65), however, does not disclose that the 
polyurethane compose a (co)polymer made of a component with the following formula 
with Y = CO'O: 

0 

The Takeuchi referen II k made with a 




— Y— CH 2 — CH — CH — R 
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(co)polymer of formula (1 ) where R is a hydrogen atom and Y CO'O. The 
Takeuchi reference further discloses the polyurethane give membranes high strengths, 
improved room-temperature and low-temperature conductivity and processability 
(Abstract). Therefore, it would have been obvious to one of ordinary skill to incorporate 
the polyurethane with structures as disclosed by Takeuchi to the Yoshida secondary 
battery that requires a polyurethane for relative elongated life of the battery. 
Furthermore, the Yoshida et al. reference discloses polyurethanes that have a 
molecular weight to be 1 ,000-50,000. It is the Examiner's position that the amounts in 
question are so close that it is prima facie obvious that one skilled in the art would have 
expected them to have the same properties Titanium Metals Corp. v. Banner, 227 
USPQ 773 

In regards to claims 8, 9 and 10, the Yoshida et al. reference teaches electrolyte 
ammonium salts (e.g. lithium perchlorate) (Column 7, Lines 51-56) in a methyl ethyl 
carbonate solvent (Column 9, Line 11). 

In regards to claim 13, the Yoshida et al. reference discloses the electrolyte 
being retained on a separator made of nonwoven fabrics (Column 30, Lines 1-12) 

In regard to claims 22 and 23, the Yoshida et al. reference discloses semi- 
interpenetrating network structures which are a combination of crosslinked and non- 
crossl inked polymers. 

It is noted that claims 1, 3-5, 22, 23 are product-by-process claims. Absent a 
showing to the contrary, it is the examiner's position that the article of the applied prior 
art is identical to the claimed article. Even though product-by-process claims are limited 
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by and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process. In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). Since, the final 
product structure of Yoshida et al. in view of Figovsky is the same of the Applicant's, 
Applicant's process is not given patentable weight in this claim. 

Response to Arguments 

14. Applicant's arguments with respect to claims 1 , 3-5, 8-15, 22 and 23 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HELEN O. CHU whose telephone number is (571 )272- 
5162. The examiner can normally be reached on Monday-Friday 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



HOC 



/Raymond Alejandro/ 

Primary Examiner, Art Unit 1795 



